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DETAILED ACTION 

1 . Applicant's arguments in response to the Office action dated 12/07/07 have been 
fully considered. Claims 1,4-8, 10-15, 18, 20, 21, and 23-29 are pending. Claims 2, 3, 
9, 16, 17, 19, and 22 are cancelled. Claims 7, 10-12, 20, and 21 are withdrawn. 
Support for amended claims is found in the specification. 

2. All of the previously made art rejections are maintained. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1 , 5, 6, 23, 25, and 26 are rejected under 35 U.S.C. 1 02(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Flam (US 3,661 ,142). 

2. Flam teaches a temperature sensitive patch comprising a flexible backing having 
a pressure-sensitive adhesive (PSA) coated on one side (an adhesive tape) and a 
plurality of color responsive indicators (temperature-indicating material) adhered on the 
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other side thereof (abstract). Each of the indicators displays a color change spectrum 
according to temperature changes within a different predetermined temperature range 
(column 2 lines 1 1 -1 8). Further, the PSA of Flam includes rubber base and acrylate 
adhesives (column 2 lines 74-75). Moreover, Flam discloses polyethylene terephthalate 
as flexible backing material at column 2 line 45, which reads on aliphatic polyester as 
presently claimed. 

3. Given that Flam teaches what has been set forth above, and specially with 
regards to claims 1 and 23, it is the Examiner's position that the properties of a film 
substrate having an elastic modulus at a temperature below an activation temperature, 
an elastic modulus at a temperature exceeding the activation temperature, an 
elongation at break at a temperature exceeding the activation temperature, and color- 
changing temperature is equal to or greater than the activation temperature as claimed 
would be present in the invention of Flam. Support for said presumption is based on the 
fact that the adhesive tapes of both inventions i.e. that of Applicant and Flam comprise 
a film substrate and an adhesive layer disposed on at least one surface of the film 
surface. Additionally, a temperature-indicating material is disposed on the film 
substrates of Flam and Applicant. Moreover, the film substrates of Flam and that of 
Applicant comprise aliphatic polyester such as PET. Thus, the adhesive tapes including 
the film substrates of Flam and Applicant are structurally and compositionally 
equivalent. Therefore, the presently claimed properties would have been present. The 
burden is upon Applicant to prove it otherwise (see In re Fitzgerald, 205 USPQ 594). In 
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addition, the presently claimed properties would obviously have been present once the 
product of Flam is provided (see In re Best, 195 USPQ at 433, footnote 4 CCPA 1977). 

4. Claims 1 and 23 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious overYutaka etal. (Machine translation 
of Abstract and Detailed Description of JP 2001-247828 previously provided). 

5. Yutaka discloses a reversible temperature sensitive color changing PSA tape 
(abstract). The PSA tape of Yutaka comprises a reversible temperature sensitive color 
changing tape substrate 1 1 wherein a specific reversible thermochromic pigment is 
fixedly dispersed in the tape substrate and a PSA layer is laminated on one side of the 
tape substrate (abstract). Moreover, as a material for tape substrate, Yutaka discloses 
polyethylene terephthalate (0005), which reads on the film substrate comprising 
aliphatic polyester as claimed. 

6. Given that Yutaka teaches what has been set forth above, and specially with 
regards to claims 1 and 23, it is the Examiner's position that the properties of a film 
substrate having an elastic modulus at a temperature below an activation temperature, 
an elastic modulus at a temperature exceeding the activation temperature, an 
elongation at break at a temperature exceeding the activation temperature, and color- 
changing temperature is equal to or greater than the activation temperature as claimed 
would be present in the invention of Yutaka. Support for said presumption is based on 
the fact that the adhesive tapes of both inventions i.e. that of Applicant and Yutaka 
comprise a film substrate and an adhesive layer disposed on at least one surface of the 
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film surface. Additionally, a temperature-indicating material is disposed within the film 
substrates of Yutaka and Applicant. Moreover, the film substrates of Yutaka and that of 
Applicant comprise aliphatic polyester. Thus, the adhesive tapes including the film 
substrates of Yutaka and Applicant are structurally and compositionally equivalent. 
Therefore, the presently claimed properties would have been present. The burden is 
upon Applicant to prove it otherwise (see In re Fitzgerald, 205 USPQ 594). In addition, 
the presently claimed properties would obviously have been present once the product of 
Yutaka is provided (see In re Best, 195 USPQ at 433, footnote 4 CCPA 1977). 

7. Claims 1, 5, 6, 8, 13, and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Flam (US 3,661 ,142) in view of Kuckertz et al. (WO 02/36702A). US 
2004/0067331 A1 to Kuckertz et al. is relied upon as an equivalent for convenience. 

8. The invention of Flam is previously disclosed and it is equally applicable to 
claims 1, 5, 6, 8, 13, and 15. 

9. The difference between the claimed invention and the prior art of Flam is that 
Flam is silent with respect to teaching the film substrate comprising an aliphatic 
polyester. However, Kuckertz discloses biodegradable tear-off strips for biodegradable 
packaging materials, comprising a backing film comprising biodegradable aliphatic 
polyester and/or copolyester (abstract and 0016) and an adhesive layer applied to the 
backing film (0018). At paragraph 0008-0009, Kuckertz discloses that use of 
biodegradable materials is desirable because ordinary packaging materials generate 
waste. Further, the biodegradable backing films of Kuckertz meets the high mechanical 
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requirements that are placed upon a tear-off strips (0015). Thus, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to use 
the backing film comprising aliphatic polyester as taught by Kuckertz in the invention of 
Flam, motivated by the desire to provide biodegradability to the PSA tape of Flam so 
that when the user of such a tape discards the tape it would be biodegradable and will 
generate less waste. 

10. With respect to claimed properties of a film substrate having an elastic modulus 
at a temperature below an activation temperature, an elastic modulus at a temperature 
exceeding the activation temperature, an elongation at break at a temperature 
exceeding the activation temperature, and color-changing temperature is equal to or 
greater than the activation temperature, these properties would be present in the 
adhesive tape of Flam as modified by Kuckertz. The support for the Examiner's position 
is based on the fact that the adhesive tapes of Flam as modified by Kuckertz and that of 
Applicant comprise a film substrate wherein the film substrate comprises an aliphatic 
polyester and a first adhesive layer is disposed on the film substrate. Thus the presently 
claimed properties would have been present. The burden is upon Applicant to prove it 
otherwise (see In re Fitzgerald, 205 USPQ 594). 
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1 1 . Claims 4 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Flam (US 3,661 ,142) as applied to claims 1 and 23, and further in view of Matveev et al. 
(Abstract of SU 71 7201 A). 

12. The Invention of Flam is previously disclosed. Flam is silent with respect to 
teaching wherein the temperature indicating material comprises a higher fatty acid 
ester. However, Matveev discloses a paper strip consisting of paper base with coating 
formed of a thermo-sensitive substance, a binder, a pigment and a solvent. Further, as 
a thermosensitive substance esters of stearic acid (higher fatty acid ester) are used 
(see abstract). Thus, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to choose a temperature-indicating material such as 
higher fatty acid ester in the invention of Flam, motivated by the desire to form the 
temperature sensitive patch of Flam. 

13. Claims 4 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Flam (US 3,661 ,142) in view of Kuckertz et al. (WO 02/36702A) as applied to claims 1 , 
8, and 1 3, and further in view of Matveev et al. (Abstract of SU 71 7201 A). 

14. The invention of Flam as modified by Kuckertz is previously disclosed. Flam as 
modified by Kuckertz is silent with respect to teaching wherein the temperature 
indicating material comprises a higher fatty acid ester. However, the invention of 
Matveev is previously disclosed. Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to choose a temperature- 
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indicating material such as higher fatty acid ester in the invention of Flam, motivated by 
the desire to form the temperature sensitive patch of Flam. 

1 5. Claims 1 8, 27, and 29 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Flam (US 3,661 ,142) in view of Kuckertz et al. (WO 02/36702A) as 
applied to claim 8, and further in view of Kreckel et al. (US 5,51 6,581 ). 

16. With respect to newly added independent claim 27, it is noted that this claim is a 
combination of claims 8 and 18. Thus, the invention of Flam as modified by Kuckertz as 
set forth previously in this Office Action is equally applicable to claim limitations of "An 
adhesive tape comprising... a temperature-indicating material disposed... a color- 
changing temperature". 

1 7. The difference between the claimed invention and prior art of Flam as modified 
by Kuckertz is that, Flam is silent with respect to teaching the adhesive tape further 
comprising a foam layer. However, Kreckel discloses a removable adhesive tape 
comprising a backing layer and a layer of PSA (abstract). Additionally, the tape backing 
of Kreckel comprises a second layer of foam (see claim 19). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to use a foam layer in the adhesive tape, motivated by the desired to enhance the 
strength of the backing and the adhesive tape and such a backing would not rupture 
prior to the removal of a tape from a substrate. 
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18. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Flam 
(US 3,661 ,142) in view of Kuckertz et al. (WO 02/36702A) and Kreckel et al. (US 
5,51 6,581 ) as applied to claim 27, and further in view of Matveev et al. (Abstract of SU 
71 7201 A). 

19. The invention of Flam is previously disclosed. Flam is silent as to teaching 
"wherein the temperature-indicating material comprises. ..cobalt. ..iron. ..or a 
combination thereof." as claimed. However, the invention of Matveev is previously 
disclosed. Therefore, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to choose a temperature-indicating material such as 
higher fatty acid ester in the invention of Flam, motivated by the desire to form the 
temperature sensitive patch of Flam. 



Response to Arguments 

20. Applicant's arguments filed on 02/06/08 have been fully considered but they are 
not persuasive. 

21 . Applicant argues that Flam does not disclose or suggest "an adhesive tape 
having a film substrate comprising an aliphatic polyester... with an elastic modulus 
above and below an activation temperature, and an elongation at break as described in 
the present invention." (see page 1 1 of Applicant's arguments). According to Applicant 
"the present invention focuses on an adhesive tape for supporting an object to be hung 
vertically on a wall without stretching... However Flam does not teach or suggest 
adhesive tape that are capable of stably fixing heavy objects to a bonded substrate for 
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an extended period of time at room temperature without being distorted due to the 
weight of the heavy object (page 3, lines 1-12 of present application). Flam does not 
teach or suggest adhesive tape as described in the present invention that can be 
removed from a heavy object and substrate without residual adhesive above an 
activation temperature. Flam does not describe... substrate having stretch properties in 
combination with an adhesive layer... period of time without distortion (page 3, lines 9-12 
of present application)." (pages 1 1 -1 2 of Applicant's arguments). The Examiner 
respectfully disagrees for following reasons: 

22. It is noted that the backing film of Flam's invention can be made of polyethylene 
terephthalate (PET) (column 2 line 45) which reads on Applicant's aliphatic polyester. 
Additionally, as to the arguments regarding elastic modulus and elongation at break of a 
film substrate, based on the facts as set forth previously on pages 3-4 of 12/07/07 Office 
Action beginning at "Given that Flam teaches. ..see In re Best. .CCPA 1977) and in 
Section 3 of this Office Action, it is the Examiner's position that elastic modulus and 
elongation at break of a film substrate as claimed would be present. It is respectfully 
submitted that Applicant has provided no factual evidence on the record that would 
indicate that the aforementioned properties of elastic modulus and elongation at break 
would not be present in the invention of Flam. Therefore, Applicant's arguments are not 
found persuasive. 

23. With regards to Applicant's arguments that "the present invention focuses on an 
adhesive tape for supporting an object to be hung vertically on a wall without 
stretching... However Flam does not teach or suggest adhesive tape that are capable of 
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stably fixing heavy objects to a bonded substrate for an extended period of time at room 
temperature without being distorted due to the weight of the heavy object (page 3, lines 
1 -1 2 of present application). Flam does not teach or suggest adhesive tape as 
described in the present invention that can be removed from a heavy object and 
substrate without residual adhesive above an activation temperature. Flam does not 
describe... substrate having stretch properties in combination with an adhesive 
layer... period of time without distortion (page 3, lines 9-12 of present application).", 
these arguments are not commensurate in scope with the claimed invention. Claims do 
not require that the adhesive tape should be capable to hang an object vertically on a 
wall without stretching or that the tape should be capable of stably fixing heavy objects 
to a bonded subject for an extended period of time at room temperature. Further, the 
Examiner respectfully submits that although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1 1 81 , 26 USPQ2d 1 057 (Fed. Cir.1993). Accordingly, 
Applicant's arguments are not found persuasive. 

24. Applicant argues that "Yutaka does not disclose or suggest an adhesive tape 
having a film substrate comprising an aliphatic polyester... the film substrate has one or 
more layers with an elastic modulus above and blow an activation temperature, and an 
elongation at break as described in the present invention." (page 13 of Applicant's 
arguments). Further, Applicant asserts that "Rather, the present invention focuses on 
adhesive tape for supporting an object to be hung vertically on a wall without 
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stretching... However, Yutaka does not teach or suggest adhesive tapes that are 
capable of stably fixing heavy objects to a bonded substrate for an extended period of 
time at room temperature without being distorted due to the weight of the heavy objects 
(page 3 lines 1-12 of present application). Yutaka does not teach... adhesive tapes as 
described in the present specification that can be removed from a heavy 
object... activation temperature. Yutaka does not describe nor cite a film substrate 
having stretch properties in combination with an adhesive layer for mounting... (page 3, 
lines 9-1 2 of present application)." (page 1 3 of Applicant's arguments). The Examiner 
respectfully disagrees for following reasons: 

25. It is noted that the backing film of Yutaka's invention can be made of 
polyethylene terephthalate (PET) (see 0005) which reads on Applicant's aliphatic 
polyester. Additionally, as to the arguments regarding elastic modulus and elongation 
at break of a film substrate, based on the facts as set forth previously on page 4-5 of 
12/07/07 Office Action beginning at "Given that Yutaka teaches... see In re Best.. CCPA 
1977) and in Section 4 of this Office Action, it is the Examiner's position that elastic 
modulus and elongation at break of a film substrate as claimed would be present. It is 
respectfully submitted that Applicant has provided no factual evidence on the record 
that would indicate that the aforementioned properties of elastic modulus and elongation 
at break would not be present in the invention of Yutaka. Therefore, Applicant's 
arguments are not found persuasive. 

26. As to the arguments "Rather, the present invention focuses on adhesive tape for 
supporting an object to be hung vertically on a wall without stretching... However, 
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Yutaka does not teach or suggest adhesive tapes that are capable of stably fixing heavy 
objects to a bonded substrate for an extended period of time at room temperature 
without being distorted due to the weight of the heavy objects (page 3 lines 1-12 of 
present application). Yutaka does not teach... adhesive tapes as described in the 
present specification that can be removed from a heavy object... activation temperature. 
Yutaka does not describe nor cite a film substrate having stretch properties in 
combination with an adhesive layer for mounting. ..(page 3, lines 9-12 of present 
application).", these arguments are not found persuasive because they are not 
commensurate in scope with the claimed invention. It is respectfully submitted that 
claims do not require that the adhesive tape should be capable to hang an object 
vertically on a wall without stretching or that the adhesive tape should be capable of 
stably fixing heavy objects to a bonded subject for an extended period of time at room 
temperature. Further, the Examiner respectfully submits that although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir.1993). 
Accordingly, Applicant's arguments are not found persuasive. 

27. Applicant argues "Kuckertz doesn't teach or suggest a film substrate comprising 
an aliphatic polyester... film substrate has one or more layers with an elastic modulus 
above or below an activation temperature... elongation at break as described in the 
present invention." (see page 14 of Applicant's arguments). The Examiner respectfully 
disagrees for following reasons: 
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28. As to the arguments that Kuckertz does not teach or suggest a film substrate 
comprising an aliphatic polyester, these arguments are not found persuasive because 
the limitation aliphatic polyester is shown in abstract and 0001 of Kuckertz. Additionally, 
it is noted that Applicant's reply admits that Kuckertz discloses "monoaxially oriented 
biodegradable aliphatic polyester and/or copolyester" (see page 14 of Applicant's 
arguments). As to the claim requirement of elastic modulus and elongation at break, 
based on the facts as set forth previously on page 6 of 12/07/07 Office Action, these 
properties of elastic modulus and elongation at break would be present in the invention 
of Flam as modified by Kuckertz. Accordingly, Applicant's arguments are not found 
persuasive. 

29. With regards to claim 4, Applicant argues that Matveev does not teach or 
suggest a film substrate comprising "an aliphatic polyester... elongation at break as 
describe in the present invention." (page 14 of Applicant's arguments). The Examiner 
respectfully submits that he is not relying on Matveev to teach the aforementioned claim 
limitations; instead Matveev is relied upon to teach the claim limitation of higher fatty 
acid as required by claim 4. Accordingly, Applicant's arguments are not found 
persuasive. 

30. Regarding claim 14, Applicant argues that "Flam in view of Kuckertz, and further 
in view of Mateev does not teach or suggest an adhesive tape... of the present 
invention." (page 15 of Applicant's arguments). These arguments are not found 



Application/Control Number: 10/549,838 Page 15 

Art Unit: 1794 

persuasive for the reasons given above, and further in view of the fact that this rejection 
is made to render claim limitation of higher fatty acid ester obvious. 

31 . Regarding the rejection of claim 1 8, Applicant argues that "Kreckel doesn't teach 
or suggest a film substrate comprising aliphatic polyester... elongation at break as 
described in the present invention." (page 15 of Applicant's arguments). The Examiner 
respectfully submits that this rejection is made to disclose the claim limitation of a foam 
layer and therefore Applicant's arguments are not found persuasive. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANISH DESAI whose telephone number is (571)272- 
6467. The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hai Vo can be reached on 571-272-1485. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/A. D.I 

Examiner, Art Unit 1794 



/Hai Vo/ 
Hai Vo 

Primary Examiner, Art Unit 1794 



